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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 

10/069,054 



Examiner 




Applicant(s) 
PRUCHER ETAL 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION MONTH(S) FROM 

"apr^ lnno e ven, h o W e Ve , may a re p, yb e« melyfi ,e d 
earned patent term adjustment. See 37 CFR 1 704(b) communication, even if timely filed, may reduce any 

Status 

1 M Responsive to communication(s) filed on 27 March 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D f!^l\fJ 3i 'T l0n iS i fu° nditi0n for a,,owance except for formal matters, prosecution as to the merits is 
Disposition of Caims 8006 ^ Under Expatte ° Uayle ' 1935 C D " 1 1 45 * O^SS " 

4) ^ Claim(s) 1-3.5 and 7-20 is/are pending in the application. 
4a) Of the above claim(s) 3,5,7,8 and 15-20 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) El Claim(s) 1.2 and 9-14 is/are r^ton 

7) D Claim(s) is/are objected to. 

8) H Claim(s) 1-3,5,7-20 are subject to restriction and/or election requirement 
Application Papers 

9) Q The specification is objected to by the Examiner. 
10)D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 

a)DAII b)D Some*c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staoe 

application from the International Bureau (PCT Rule 1 7 2(a)) national btage 

See the attached detailed Office action for a list of the certified copies not received 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

1 *M-. a i ? translation of the forei 9 n ^g^ge provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachments) 

Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) LJ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) ' 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) U Other: 
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Applicant's election with traverse of Group I , claims 1-9 with the further 
election of the species l-{l-[2-(5-chlorothiophen-2yl)ethyly]piperidin-4-yl}-l-(4- 
fluorophenyl)ethanol is acknowledged. Applicants' comments in traverse of this 
restriction requirement have been noted and considered. However the requirement 
is deemed sound for reasons of record and hereby maintained. In light of 
applicants' amendment, claims 1,2 and 9-14 are pending and claims 3,5,7,8 and 
15-20 have been withdrawn as being directed to non-elected subject matter. 

The rejection under 35 USC 103 have been withdrawn upon reconsideration 
and the 37 USC 1.132 Declaration by Gerd Bartoszyk. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention and of 
the manner and process of making and using it, in such full, clear, concise 
and exact terms as to enable any person skilled in the art to which it pertains 
or with which it is most nearly connected, to make and use the same and ' 
shall set forth the best mode contemplated by the inventor of carrying out his 
invention. & 

Claims 1,2 and 9-14 are rejected under 35 U.S.C. 1 12, first paragraph, 
because the specification, while being enabling for piperidine derivatives of 
formula I, does not reasonably provide enablement for compounds drawn to the 
vast range of heterocyclic containing derivatives encompassed by the HET group 
of substituents R 1 and R 2 . 
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In In re Wands , 8 USPQ2d 1400 (1988), factors to be considered in 
determining whether a disclosure meets the enablement requirement of 35 U.S.C. 
1 12, first paragraph, have been described. They are: 

1 . the nature of the invention, 

2. the state of the prior art, 

3. the predictability or lack thereof in the art, 

4. the amount of direction or guidance present, 

5. the presence or absence of working examples, 

6. the breadth of the claims, 

7. the quantity of experimentation needed, and 

8. the level of the skill in the art. 

The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make or use the invention 
commensurate in scope with these claims. There is insufficient disclosure of 
starting materials that would place such a diverse genus of compounds in 
possession of the public in the event of a patent grant. Applicants have not 
disclosed any working examples, which would demonstrate, or guide, one skilled 
in the art as to how the heterocyclic derivatives other than thiophen, thiazol or 
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pyridyl derivatives were prepared or obtained. In addition, there is no reasonable 
assurance that such an alleged genus of compounds would possess all of the 
alleged properties for use. See In re Fouche 169 USPQ 429 ((CCPA 1971)). Quit* 
clearly, more than routine experimentation would be required to place the claimed 
compounds, compositions and methods of use in possession of the public in the 
event of a patent grant. See In re Armbruster, 185 USPQ 152 (CCPA 1975). 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (703) 308-4704. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, A. Rotman can be reached on (703) 308-0204. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are (703) 308-7922 for regular communications and (703) 308-7922 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 
308-1235. 

Raymond Covington 

Examiner 

Art Unit 1625 

Covington/tgd 
June 17, 2003 

ALAN L. R0TMAN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



